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Period for Reply 
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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)l3 This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) 13 Claim(s) 1-23 is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-23 is/are rejected. 
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8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)S All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 
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Infonnation Disclosure Statement 

The information disclosure statement (IDS) submitted on 4/27/05 was 
considered by the examiner. 

Claim Objections 

Claim scope is not limited by claim language that suggests or makes optional but 
does not require steps to be performed, or by claim language that does not limit a claim 
to a particular structure. However, examples of claim language, although not 
exhaustive, that may raise a question as to the limiting effect of the language in a claim 
are: (A) " adapted to." or "adapted for " clauses; 

(B) " wherein " clauses; and 

(C) " whereby " clauses. 

The determination of whether each of these clauses is a limitation in a claim 
depends on the specific facts of the case. In Hoffer v. Microsoft Corp., 405 F.3d 1326, 
1329, 74 USPQ2d 1481, 1483 (Fed. Cir. 2005), the court held that when a "whereby' 
clause states a condition that is material to patentability, it cannot be ignored in order 
to change the substance of the Invention." Id. However, the court noted (quoting 
Minton v. Nat 'I Ass 'n of Securities Dealers, Inc., 336 F.3d 1373, 1381, 67 USPQ2d 
1614, 1620 (Fed. Cir. 2003)) that a "whereby clause in a method claim is not given 
weight when it simply expresses the intended result of a process step positively 
recited."' Id. 
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Claims 2-4 recite an Improper Markush group, "wherein the reaction solvent is 
a". Applicants have used the term "wherein" which is synonymous with the transitional 
terms "comprising", "including", "containing" or "characterized by," which is Inclusive or 
open-ended. According to MPEP 2173.05(h), "It Is Improper to use the term 
"comprising" Instead of "consisting of. Ex parte Dotter, 12 USPQ 382 (Bd. App. 1931). 

Claim Rejections - 35 USC§ 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 11 and 22-23 are rejected under 35 U.S.C. 112, second paragraph, as 
being Indefinite for falling to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 11 and 23 provides for the use of the recovered catalyst, but, since the 
claim does not set forth any steps involved in the method/process, it Is unclear what 
method/process applicant is intending to encompass. A claim Is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use Is actually 
practiced. 

Claim Rejections - 35 USC§ 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 11 and 22-23 are rejected under 35 U.S.C. 101 because tiie claimed 
recitation of a use, witliout setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 

Claims Analysis 

Applicants process of claims 1 and 12 will be interpreted that any material which 
may be separated out from the initial reaction medium using a hydrofluorocarbon or 
oxygenic hydrofluorocarbon will meet applicant's claimed process, as the only process 
step expressly claimed is the physical separation of a reaction product and a solvent. 

Examiner will interpret the complexed BF3 complex as optionally supported based 
on claim language wherein the catalyst may be complexed. 

Claim Rejections - 35 USC§ 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Darden, et al. (US 4400565 A) In view of Mozeleski, et al. (US 7005537 B2). 

See entire disclosures of both documents. Darden, et al. disclose an 
improvement over the prior art BF3 oligomerization catalysis by incorporating the 
addition of a promoter such as a cationic ion exchange resin, particularly a 
perfluorosulfonic acid resin (abstract; col. 5, 1. 66-col. 6, 1. 68) and recycling is also 
disclosed (col. 14, 1. 58-64). The prior art process and that claimed by applicant appear 
to use similar methodology in that a separation of the oligomeric product produced 
from the boron trifluoride catalyst and hydrofluorocarbon which are recycled. Darden, 
et al. do not specifically disclose a boron-trifluoride ether complex. Mozeleski, et al. 
cures the deficiency of Darden, et al. by teaching a method of producing esters wherein 
boron trifluoride (BF3)-2CH30H is added to fluorocarbon and chlorinated solvent to 
prevent ozone depletion (example 9, col. 26, 1. 30-44) and is recycled into the reaction 
unit (abstract; col. 2, 1. 14-48; col. 3, 1. 35, 40-48; col. 4, 1. 44-59). Methods and 
apparatus for extraction are disclosed (col. 4, 1. 60-63). Mozeleski, et al. disctinctly 
show fluorocarbon solvents used in the process and that olefins are contacted with the 
trifluoroborane compound to produce an ester product. 
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In general, the transposition of process steps, or the splitting of one step Into 
two, where the processes are substantially Identical or equivalent in terms of function, 
manner and result, was held to not patentably distinguish the processes. Ex Parte 
Rubin (POBA 1959) 128 USPQ 440, Cohn v. Comr. Pats. (DCDC 1966) 251 F Supp 378, 
148 USPQ 486). Specifically the ability to use the boron trifluoride catalyst Is an 
oligomerlzatlon as well as olefin polymerization would provide the motivation for one to 
reasonably expect success when using In a dimerlzation or condensation reaction based 
on the reactions successfully produced In the prior art cited herein above. 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennlne M. Brown whose telephone number Is (571) 
272-1364. The examiner can normally be reached on M-R 9:30 AM - 7:30 PM; Fridays 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding Is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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